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Response to Amendment 

1 . The amendment filed on 7/1 8/2008 has been entered and fully considered. 

2. Claims 1-14 and 21-26 are pending in the instant Application. Claims 1, 8, and 
21 are the base independent claims. Claims 1, 5, 6, 8, and 21 are amended. 

Response to Arguments 

3. Applicant's arguments with respect to all independent claims have been 
considered but are moot in view of the new ground(s) of rejection and in view of the fact 
that the current amendments to all the independent claims have changed the scopes of 
these claims. Clearly as detailed in the rejection below the newly found prior art of Lau 
et al anticipates all the base independent claims. 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1, 2, 3, 4, 5, 7, 8, 9, 10, 11, 12, 21 and 24-26 are rejected under 35 
U.S.C. 102(b) as being anticipated by Lau et al. 

Regarding claim 1, Lau'069 discloses a process for transmission of a message 
in a system , the process comprising the steps of sending, receiving, or propagating a 
sequence of packets (i.e. Figures 1 and 4 a 100 Base-X PCS stream is shown with a 
PCS 100 Base-X PCS frame and since the PCS frame is contained in a stream 
there ought to be a sequence of frames in the stream - see Column 3, Lines 25- 
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30 and Column 11, Lines 55-67 ) having Interpacket gaps there between, each (i.e. 
each MAC frame and corresponding 100 Base-x PCS frame are enclosed by a pair 
of interframe gaps as shown in Figures 1 and 4) 

packet comprising a start-of-stream delimiter (See Figure 4 in that each PCS 
Frame starts with Start Stream Delimiter - SSD), and a series of at least 16 message 
bytes encoded in symbols uninterrupted by a control symbol (i.e. as shown in Figure 4 
the data portion contains 46 - 1500 pairs of 5 bit code groups or symbols as 
discussed in Column 3, Lines 30-35 and further inferred from Column 11, Lines 
55-67 - further 4B/5B encoding is used but 8B/10B encoding entails same 
procedure ), and 

wherein one of the Interpacket gaps comprises a plurality of symbols decoded as 
Idle symbols (i.e. in Figure 4, the first InterFrame Gap has strictly idle symbols of I) 

wherein the message is encoded in the one of the Interpacket gaps by replacing 
at least one of the plurality of symbols with non-Idle symbol to form a modified 
Interpacket gap (the second interframe gap contains standard Idle symbols like I 
and non-standard idle symbols as detailed in Column 10, Lines 33-67), 

such that the presence of the non-Idle symbol is part of the message (i.e. clearly 
as shown in Figure 4 the non-Idle symbol is part of the PCS stream message) and 
the modified Interpacket gap complies with, a packet transmission standard (as 
illustrated in Column 7, Lines 55-67 and clearly it states in Column 10, Lines 40-45 
it states the idle PCS stream is fully compliant to the 100 Base-T. It should be 
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emphasized that Lau'069's teachings as stated in Columns 6 and 10 fully 
anticipate claim 1). 

Regarding claim 2, Lau'069 discloses wherein the process comprises a Fast 
Ethernet (100 Base-T is Fast Ethernet standard as illustrated in Column 5, Lines 
45-50). 

Regarding claim 3, Lau'069 discloses a process wherein the non-idle symbol in 
the inter-packet gap is the symbol for zero (Table 2 shows the non-idle symbol of 
zero). 

Regarding claim 4, Lau'069 discloses a process wherein the non-idle symbol is a 
symbol having only one zero bit. (Table 2 shows the non-idle symbol of zero with a 
single bit of zero). 

Regarding claim 5, Lau'069 discloses a process wherein the non-idle symbol is 
based on the packet transmission standard ((as illustrated in Column 7, Lines 55-67 
and clearly it states in Column 10, Lines 40-45 it states the idle PCS stream is 
fully compliant to the 100 Base-T or Fast Ethernet). 

Regarding claim 7, Lau'069 discloses a process wherein the message comprises 
a side channel (i.e. Lau'069 teaches out of band signaling using the interframe gap 
using non-idle symbols as indicated in Column 1, Lines 36-40 and Column 10, 
Lines 30-35). 
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Regarding claim 8, Lau'069 discloses a process for transmission of messages in 
a system, the process comprising the steps of sending, receiving, or propagating (See 
Figures 1 and 4) 

1) more than one packet (i.e. See Figure 4 describing a PCS stream and has 
to have more than one PCS frame) and 

2) an interpacket gap (i.e. interframe gap), the packet comprising an 
information-carrying portion including at least 16 information bytes encoded in standard 
symbols (i.e. as shown in Figure 4 the data portion contains 46 - 1500 pairs of 5 
bit code groups or symbols as discussed in Column 3, Lines 30-35 and further 
inferred from Column 11, Lines 55-67 - further 4B/5B encoding is used but 
8B/10B encoding entails same procedure) between a start-of-packet delimiter (i.e. 
See Start Frame Delimiter - SFD in Figure 4) and an end-of-packet delimiter(i.e. See 
End Frame Delimiter - EFD in Figure 4), the message encoded in the information- 
carrying portion by adding including at least one non-standard symbol (i.e. the data 
portion of each frame by definition contains non-idle symbols listed in Table 1. 
However Lau'069 still teaches replacing the idle symbols with non-idle symbols 
as detailed in Columns 6 and 10), 

wherein the standard symbols are defined according to a packet transmission 
standard (as illustrated in Column 7, Lines 55-67 and clearly it states in Column 
10, Lines 40-45 it states the idle PCS stream is fully compliant to the 100 Base-T.) 

and the at least one non-standard symbol is classified as unused by said packet 
transmission standard (See Table 2 where Symbol W is unused or unassigned but 
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can be used as a non-standard symbol as indicated in Column 9, Lines 55-67 and 
Column 10, Lines 44-48). 

Regarding claim 9, Lau'069 discloses a process wherein the inter-packet gap 
includes both at least one symbol decoded as an idle symbol (i.e. I as shown in Figure 
4) and at least one non-idle symbol (as shown in Figure 4 where the non-Idle symbols B 
and D of Table 2 are used as further indicated in Column 10, Lines 40-67 and Column 
1 1 , Lines 1 -5) such that the presence of the non-idle symbol is part of a message (i.e. 
Lau'069 shows in Figure 4 that the non-idle symbols of the IFG are part of the 
message contained in the stream). 

Regarding claim 10, it is noted that the limitations of claim 1 0 corresponds to that 
of claim 2 as discussed above, please see the Examiner's comments with respect to 
claim 2 as set forth in the rejection above. 

Regarding claim 11, it is noted that the limitations of claim 1 1 corresponds to that 
of claim 3 as discussed above, please see the Examiner's comments with respect to 
claim 3 as set forth in the rejection above. 

Regarding claim 12, it is noted that the limitations of claim 1 2 corresponds to that 
of claim 4 as discussed above, please see the Examiner's comments with respect to 
claim 4 as set forth in the rejection above. 

Regarding claim 21, Lau'069 discloses an apparatus (i.e. data terminal 
equipment in Figure 2 shown as 12A), comprising: a transmitter configured to 
transmit (i.e. 100 Base -TX shown in Figure 2) a signal having a plurality of packets 
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and an interpacket gap (See Figure 4 showing PCS stream/signal containing 
interfame gap), the interpacket gap having a plurality of symbols decoded as an Idle 
symbol (see the first interframe gap containing only I standard idle symbols), the 
Idle symbol defined according to an Ethernet standard (See Table 1 based IEEE 802.3 
standard), the transmitter including: 

a buffer configured to store a message to be inserted into the interpacket gap 
(each of the protocol layers have to have a buffer to process and as shown in 
Figure 3, the out of band message is inserted in the physical coding sublayer 34 
as shown in Column 9, Lines 29-45, Column 13, Lines 35-45, Column 15, Lines 50- 
55); 

a formatter configured to modify a bit stream representing the message to allow 
identification of message boundaries and to allow establishment of word aligmnent 
within the bit stream (Since it is shown in Figure 4 the output of DTE 12A aligns 
PCS bit stream with start and end of frame has to have a formatter entity) ; and 

an encoder configured to substitute at least one for-one of the plurality of 
symbols decoded as an Idle symbol in the interpacket gap with a non-Idle symbol to 
form a modified interpacket gap, such that the presence of the non-Idle symbol is to 
encode at least a portion of the message (the second interframe gap of Figure 4 
contains standard Idle symbols like I and non-standard idle symbols as detailed 
in Column 10, Lines 33-67 and clearly encoding occurs from a 4-bit mac code 
group to a 5 bit PCS code group and to perform such encoding Figure's 12A DTE 
has to have some form of an encoder), and the modified interpacket gap complies 
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with the Ethernet standard, (as illustrated in Column 7, Lines 55-67 and clearly it 
states in Column 10, Lines 40-45 it states the idle PCS stream is fully compliant to 
the 100 Base-T. 

Regarding claim 24, Lau'069 discloses an apparatus wherein the Ethernet 
standard is IEEE 802.3. (See Lau'069 Column 1, Lines 59-67 and Column 7, Lines 
60-67) 

Regarding claim 25, Lau'069 discloses an apparatus wherein at least one 
message symbol substituted by the encoder represents logic 1 . (See Lau'069 Table 1 
shows the symbol logic 1 encoded as "01001") 

Regarding claim 26, Lau'069 discloses an apparatus wherein at least one 
message symbol substituted by the encoder represents logic 0. (See Lau'069 Tables 1 
and 2 where logic or symbol 0 is encoded as "11110") 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 6, 13, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lau'069 in view of Song et al (US 2003/0137975 A1 ). 
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Regarding Claim 6, Lau'069 fails to disclose a process wherein the non-Idle 
symbol comprises a K28.5/Dxx.y or K28.1/Dxx.y sequence. 

However, the above mentioned claimed limitations are well known in the art as 
evidenced by Song'975. Song'975 discloses a process wherein the non-Idle symbol 
comprises a K28.5/Dxx.y or K28.1/Dxx.y sequence (Song'975 in Paragraph 70 
discloses a non-idle symbol comprising a K28.5/Dxx.y or K28.1/Dxx.y sequence). 

In view of the above, having the process based on Lau'069's system and then 
given the well established teaching of Song'975, it would have been obvious to one 
having ordinary skill in the art at the time of the invention was made to modify the 
process based on Lau'069's system as taught by Song'975 in order to comply to ANSI 
T1 1 standard for inter-frame gap while being able to send message using side channel 
or out-of-band signaling. 

Regarding claim 13, Lau'069 fails to disclose a process wherein the system 
comprises Gigabit Ethernet. 

However, the above mentioned claimed limitations are well known in the art as 
evidenced by Song'975. Song'975 discloses a process wherein the system comprises 
Gigabit Ethernet (See in Figure 7A and paragraph 115 it is disclosed a system 
based on Gigabit Ethernet). 

In view of the above, having the process based on Lau'069's system and then 
given the well established teaching of Song'975, it would have been obvious to one 
having ordinary skill in the art at the time of the invention was made to modify the 



Application/Control Number: 10/663,964 Page 10 

Art Unit: 2416 

process based on Lau'069's system as taught by Song'975 in order to comply to IEEE 
802.3 standard as it is the industry standard for Ethernet traffic. 

Regarding claim 14, it is noted that the limitations of claim 14 corresponds to that 
of claim 6 as discussed above, please see the Examiner's comments with respect to 
claim 6 as set forth in the rejection above. 

7. Claims 22-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lau'069 in view of Thi et al (US Pub. No. 2002/0061 01 2 A1 ). 

Regarding claim 22, Lau'069 fails to disclose an apparatus wherein the formatter 
is configured to modify the bit stream with an HDLC flag. 

However, the above mentioned claimed limitations are well known in the art as 
evidenced by Thi'012. Thi'012 discloses an apparatus wherein the formatter is 
configured to modify the bit stream with an HDLC flag (See Paragraphs 434 and 435). 

In view of the above, having the apparatus based on Lau'069 and then given the 
well established teaching of Thi'012, it would have been obvious to one having ordinary 
skill in the art at the time of the invention was made to modify the apparatus based on 
Lau'069 as taught by Thi'012, since Thi'012 clearly states in paragraph 434 that such a 
technique of using HDLC flag allows incorporation of new services such as fax. 

Regarding claim 23, the combination of Lau'069 and Thi'012 discloses an 
apparatus wherein the formatter is configured to insert a logic zero to the bit stream to 
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avoid recognition of a portion of the message as the flag. (See Lau'069 Table 2 
entering logic 0 to avoid detection in interframe gap) 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HABTE MERED whose telephone number is (571)272- 
6046. The examiner can normally be reached on Monday to Friday 9:30AM to 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Aung S. Moe can be reached on 571 272 7314. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Habte Mered/ 
Examiner, Art Unit 2416 



/Aung S. Moe/ 



Supervisory Patent Examiner, Art Unit 2416 



